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An application has been filed by Kivy Corporation to
register the mark ORAL MAGI C for a "non-electric
t oot hbrush. "*

G llette Canada Conpany opposed registration
pursuant to (1) Section 2(d) of the Lanham Trademark Act,
15 USC 81052, on grounds that applicant’s mark, when
applied to applicant’s goods, is likely to cause
confusion or m stake with opposer’s previously used and
regi stered ORAL-B nmarks for toothbrushes and vari ous
ot her dental products, and (2) Section 13 of the Lanham
Trademark Act, 15 USC 81063, on grounds that applicant’s
mark dilutes the distinctive quality of opposer’s fanous
mark in violation of Section 43(c) of the Lanham
Trademark Act, 15 USC 81125(c). More specifically,
opposer asserted that it has been engaged in the
manuf acture, distribution and sale of preventive
dentistry products, including toothbrushes, dental floss,
i nterdental products, specialty toothpastes and nouth
rinses; that on or about January 1949, opposer’s
predecessor in title began using ORAL-B as a trademark in
connection with toothbrushes; that since 1977, ORAL-B has

been in continuous use for other dental products; that

1 Application Serial No. 75/448,696, filed March 9, 1998, alleging first
use anywhere and first use in comrerce at |east as early as January 7,
1998. Applicant has disclainmed the word “oral” apart fromthe nmark.
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t hrough extensive sal es and adverti sing, ORAL-B and ORAL-
B and design [hereinafter ORAL-B] brand toothbrushes have
attai ned the number one nmarket share position in the

United States; and that applicant's mark, when applied to
applicant's goods, so resenbles opposer's previously used

"2 and ot her

and registered mark ORAL-B for "toothbrushes
dental products that it is likely to cause confusion or
m stake as to the origin of the goods.

I n addition, opposer asserts that its ORAL-B mark is
di stinctive and fanous; that its mark becanme fanous prior
to applicant’s adoption of the mark; and that applicant’s

use of ORAL MAG C on toothbrushes will dilute the

di stinctive quality of opposer’s fanous ORAL-B mark.

2 Regi stration No. 547,130, issued August 28, 1951; renewed, for the
mark ORAL B (stylized) for toothbrushes in Class 21
Regi stration No. 1,106,587, issued Novenber 21, 1978; renewed for
the mark ORAL-B and design for dental floss dispensers and dental
floss in Class 10.
Regi stration No. 1,197,304, issued June 8, 1982; renewed, for the
mar Kk ORAL-B and design for toothbrushes in Cass 21.
Regi stration No. 1,501, 858, issued August 30, 1988; conbi ned
Sections 8 and 15 affidavit filed. The mark is ORAL-B for use with
topical fluoride gels for application to the teeth in Class 5.
Regi stration No. 1,502,069, issued August 30, 1988; conbi ned
Sections 8 and 15 affidavit filed. The mark is ORAL-B for dental
floss and trays for topical application of fluoride conpositions
and other preparations to the teeth in Class 10.
Regi stration No. 1,502,752, issued Septenber 6, 1988; comnbined
Sections 8 and 15 affidavit filed. The mark is ORAL-B for
t oot hpaste and dental prophylaxis preparation in Cl ass 3.
Regi stration No. 1,608,762, issued August 7, 1990; renewed, for the
mar Kk ORAL-B and design for dental floss, disposable trays for topica
application of dental nedications in Class 10; topical fluoride gels
for application to the teeth, in Class 5; dentifrice in Cass 3;
t oot hbrushes, denture brushes, interdental brushes in Cass 21.
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Applicant, in its answer, denied the salient
all egations in the notice of opposition.

The record consists of the pleadings; the file of
the involved application; trial testinmony, and rel ated
exhi bits, taken by the parties; and certified copies of
opposer's pl eaded registrations introduced by opposer's
notice of reliance. Both parties filed briefs, and
opposer filed a reply brief. An oral hearing was not
request ed.

According to Alan M chael s, opposer's vice president
of the professional products division, opposer devel ops,
mar kets and sells a full line of dental products for
general and professional use. The nmark ORAL-B has been
in use since 1949, and in continuous use by opposer since
1984 when the conpany was sold to opposer. The goods are
sold directly to dental professionals, as well as to
general consuners in retail stores, such as drug, food
and club stores and mass nerchandi sers. The goods are
promoted nationally and locally through tradeshows,
sal espeopl e, displays, advertisenents in catal ogs and
magazi nes, coupons in circulars, and direct mailings.

According to Kuo M ng Lee, applicant’s president,
applicant's mark ORAL MAGI C was conceived in late 1997,

together with the packagi ng and typeface for the mark.
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Applicant’s mark is used in connection with toothbrushes
with repl aceabl e heads or bristles. The toothbrushes are
sold to grocery store and drug store chains, catalog
entities and dental clinics, and the goods are advertised
t hrough nmagazi nes and the applicant’s website on the

I nternet. Annual sales are approximately $700 million.

We turn first to opposer's likelihood of confusion
claim Wth respect to priority of use, opposer's
ownership of valid and subsisting registrations
est abl i shes opposer's priority. King Candy Co. v. Eunice
King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA
1974) .

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are
relevant to the factors bearing on the |ikelihood of
confusion issue. Inre E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
i kel'i hood of confusion analysis, two key considerations
are the simlarities or dissimlarities between the marks
and the simlarities or dissimlarities between the
goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Turning first to the goods, the itens in the

identifications are, in significant part, identical, and
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ot herwi se closely related. Three of opposer's
regi strations and the involved application |ist
t oot hbrushes. |In cases such as this involving identical
goods, "the degree of simlarity [between the marks]
necessary to support a conclusion of |likely confusion
declines.” Century 21 Real Estate Corp. v. Century Life
of America, 970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. Cir.
1992) .

Further with respect to the goods, the parties’
t oot hbrushes are inexpensive itenms. Gven the relatively
i nexpensive nature of itenms such as toothbrushes (a fact
borne out by the record in this specific case), and the
fact that the parties' toothbrushes are subject to
frequent replacenent, ordinary consumers are not |ikely
to exercise anything nore than ordinary care in
purchasi ng these goods. See Specialty Brands, Inc. v.
Coffee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ
1281, 1282 (Fed. Cir. 1984). This factor weighs in favor
of finding a likelihood of confusion. See: Inre
Maj estic Distilling Conpany, Inc., __ USPQ2d_ _ (Appeal
No. 02-1234, Fed. Cir., Jan. 2, 2003).

In addition, M. Mchaels testified that the primry
di splay vehicles to sell toothbrushes are gravity fed,

spring fed, or egg crate displays. The toothbrushes are
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| oaded into the rack and fed down or the toothbrushes are
pl aced in individual slots. Often a consumer wll pick
out a toothbrush and then put it back. Many tines
consuners will put a different brand of toothbrush into
the initial display unit. “So in a |ot of cases there is
a fair anmount of confusion in terms of what brands are

actually in what sections.” (p. 18) Such circunstances
contribute to the |ikelihood that consunmers w Il be
conf used.

Applicant's argunents regarding the differences
bet ween the parties’ goods are not well taken. It is
wel|l settled that the issue of likelihood of confusion
must be resol ved on the basis of the goods and/ or
services set forth in the application and those recited
in an opposer's registrations, rather than on what any
evi dence may show t hose goods and/or services to be.
Canadi an | nperial Bank of Commerce v. Wells Fargo Bank,
811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987). Further,
in the absence of specific limtations in the application
and registrations, the conparison of the goods and/or
services i s made by considering the normal and usual

channel s of trade and net hods of distribution for such

identified goods or services. OCBS Inc. v. Mrrow, 708

F.2d 1579, 218 USPQ 198 (Fed. Cir. 1983); and Squirtco v.
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Tony Corp., 697 F.2d 1038, 216 USPQ 937 (Fed. Cir. 1983).

There are no relevant limtations on the types of
t oot hbrushes identified in opposer's pleaded Registration
Nos. 547,130, 1,197,304, and 1,608,762, and we nust
t herefore presune that opposer's toothbrushes enconpass
all types of toothbrushes, including “non-electric
t oot hbrushes” identified in applicant's application.

In attenpting to distinguish the parties' products,
applicant points out that its toothbrush heads are
repl aceabl e and therefore require nore care in the
pur chasi ng deci sion, and that applicant’s toothbrush
design is nore environnmentally consci ous, nore econoni cal
and space saving.® These distinctions are of little
moment in maki ng our determ nation. See: Tom Cunni ngham
v. Laser Golf Corp., 222 F.3d 943, 55 USPQ@Q2d 1842 (Fed.
Cir. 2000) [identifications in the involved registrations
[ and application] frame the |ikelihood of confusion
i ssue]j.

I n addition, the record shows that the parties
advertise their goods in the same publications.

Mor eover, the parties' goods travel in sonme of the sanme

3 Applicant also attenpts to distinguish the products based on price
The record reveals, however, that the products are conparable in retai
price range, between $1-$5.
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channels of trade (i.e., drug stores and dental offices)
to the sane classes of purchasers.

Turning now to the marks, applicant's mark ORAL
MAG C conprises part of opposer's mark, ORAL, with the
addi tional word MAGI C. Considering the nmarks ORAL-B and
ORAL MAGIC in their entireties, we are of the view that
they are simlar in sound, appearance and neani ng, and
create simlar overall comrercial inpressions. The first
termof applicant's mark is identical to the first term
of opposer's mark. As stated in the past, it is often
the first part of a mark which is nost likely to be
i mpressed upon the m nd of a purchaser and renmenbered,
and we find that would be the case here. Presto Products
Inc. v. Nice-Pak Products Inc., 9 USPQ2d 1895, 1897 (TTAB
1988). O course, applicant's mark al so includes the
word MAG C, and we have considered this portion of
applicant's mark as well in conparing the marks in their
entireties. Sinmply put, however, the additional word in
applicant's mark is unlikely to sufficiently distinguish
it fromopposer's mark. Due to the fallibility of nmenory
and the consequent |ack of perfect recall as to whether
confusion as to source or sponsorship is |likely, the
proper enphasis is on the recollection of the average

purchaser, who normally retains a general, rather than a
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specific, inpression of trademarks. In re United States
Distributors, Inc., 229 USPQ 237, 239 (TTAB 1986).

Appl i cant argues that the word “ORAL” is a
descriptive word for “mouth” and, therefore, should be
afforded little protection. While we take judicial
notice of the definition of the word “oral” as “of or
relating to the nmouth,”4 there is no evidence in the
record that consuners or dentists use the word “oral” to
descri be any specific characteristic, quality, feature,
use, purpose or other aspect of toothbrushes or other
rel ated goods. Therefore the word may serve as a
di stingui shing elenment of the parties’ marks. See
Gllette Canada Inc. v. Ranir Corporation, 23 USPQd
1768, 1773 (TTAB 1992).

Moreover, we note that applicant’s references to
third-party uses or registrations of ORAL marks, or marks
simlar thereto, in the dental industry are nebul ous at
best. By way of exanple, applicant’s president, Kuo M ng
Lee,

testified as foll ows:

Q | believe you nentioned three products when
M. Tom asked you if there were other conpanies

4The Anerican Heri tage® Di ctionary of the English Language, Third
Edition (1992).

10
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using oral marks on their brushes, and |’ m not
sure | got it down correctly. Was one of them
ORAL JET?

A Yes.

Q And do you know what product that mark
appears on?

A: They have dental flor—er sonething |like that.
Q A what?

A: | cannot renmenber very well, but for sure
ORAL PURE TOOTHBRUSH

Q I'’masking first about ORAL JET. Do you know
what ki nd of product that is?

A It’s a water - - | think it’s a water — -it’s
a dental cleaning equipnment for the water, |
think, just like this kind.

Q Do you know what conpany nmakes it?

A: | have no idea.

Q Do you know the amount of sales of products
under the mark?

A: No.

Applicant’s testinony relative to the other third-party
mar ks, ORAL PURE and ORAL STAR, likew se is vague. (Lee
dep., pp. 30-32)

In sum there are only three references in
applicant’s deposition to third-party uses.
Furthernmore, one of the references is to a mark seen by
the witness seven years ago, and applicant has not seen
it marketed since that time. Applicant has submtted no
evi dence on the scope and nature of sales and adverti sing
expenditures or as to manner of use and pronotion of

these marks. Therefore, these references to third-party

uses carry very little weight in our determ nation.

11
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Further, in conparing the marks, we note that
appl i cant has chosen to display its mark in the col or
bl ue, the sane col or that opposer consistently uses to
display its mark ORAL-B. See Specialty Brands Inc. v.

Cof fee Bean Distributors, Inc., supra at 1284 ["... [T]he
trade dress may neverthel ess provide evi dence of whether
the word mark projects a confusingly simlar comerci al

i npression."].

We note as well that "the fifth du Pont factor, fane
of the prior mark, plays a donminant role in cases
featuring a fanous or strong mark." Kenner Parker Toys,
Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22
USP2d 1453, 1456 (Fed. Cir. 1992); see al so Bose Corp.

v. QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303
(Fed. Cir. 2002); and Recot, Inc. v. MC. Becton, 214
F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000).

Opposer has testified that in the year 2000 total
sales in North America for ORAL-B products were about
$485 mllion, of which $320-23 nmllion were from manua

t oot hbrushes (M chael s’ dep., p. 58).° Sales volunme has

5 Opposer in its brief has stated that this information is confidenti al

However, there is no indication in the record that opposer has noved to
make this information confidential. See TBMP 713.16. In addition, we
note that the record reflects sales in North Anerica and not only in the
United States. However, we assune that a nmgjor portion of the sales
occurred in the United States.

12
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been increasing year-to-year (in the range of 7-10
percent), and M. Mchaels stated that total sales under
t he mark

ORAL-B for the last four years exceed $1.5 billion.
Furthernmore, in the year 2000 al one, $46-47 mllion was

spent to advertise ORAL-B s dental products, with an

13
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additional $20-30 mllion a year spent on top of that in
what M. M chaels characterized as “various types of
pronoti onal expenses.” (p. 59). In addition, 92 percent
of dental offices dispense products to their patients;

t he ORAL-B brand conprises a 46 percent share of the
manual toot hbrushes di spensed, which is about 60 mllion
t oot hbrushes a year. Currently, ORAL-B is the number one
selling toothbrush in the retail market with a 28 percent
mar ket share. (p. 18).

We find that the record establishes fame of this
mar k for dental products. 1In this connection, we note
that the mark ORAL-B has al ready been found to be
“undoubt edly famous” by a Board panel in a prior case.
See Gllette Canada Inc. v. Ranir Corporation, supra at
1774. In view of the above, we nust consider the fanme of
opposer’s mark as a heavily wei ghted factor in favor of
opposer.

We concl ude that purchasers famliar with opposer's
t oot hbrushes and otherw se rel ated dental products sold
under the mark ORAL-B would be likely to believe, upon
encountering applicant's mark ORAL MAG C for
t oot hbrushes, that the goods originated with or were

sonehow associ ated with or sponsored by the sane entity.

14
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Qut of an entire universe of trademarks from which
to choose, applicant chose, with full know edge of
opposer's mark, one which is simlar to the mark used by
opposer for many years. Specialty Brands Inc. v. Coffee
Bean Distributors, Inc., supra at 1285. ["there is .

no excuse for even approaching the well-known tradenmark
of a conpetitor, that to do so raises 'but one inference
-- that of gaining advantage fromthe w de reputation
established by [the prior user] in the goods bearing its

mar k' See also: First International Services
Corp. v. Chuckles Inc., 5 USPQ2d 1628, 1633 (TTAB 1988);
and Roger & Gallet S. A v. Venice Trading Co., Inc., 1
USPQ2d 1829, 1832 (TTAB 1987).

Lastly, to the extent that there nmay be any doubt on
our finding of likelihood of confusion, we resolve that
doubt, as we nust, in favor of the prior user of a fanous
mark. G ant Food, Inc. v. Nation's Foodservice, Inc.

710 F.2d 1565, 218 USPQ 390, 395 (Fed. Cir. 1983).

In view of our finding as to the |ikelihood of
confusion claim and in the interest of judicial econony,
we need not reach the nmerits of the dilution claim See:
American Paging Inc. v. American Mobil phone Inc., 13

USPQ2d 2036, 2039-2040 (TTAB 1989), aff’'d w thout

opi nion, 17 USPQ2d 1726 (Fed. Cir. 1990).

15
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Deci si on: The opposition is sustained and

registration to applicant is refused.
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